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APPELLANT'S BRIEF UNDER 37 CFR 
$1.192 

10/10/2003 DTESSEH1 00000063 201430 09536932 
OS FC:1402 330.00 DA 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

Appellant hereby submits this Appeal Brief in triplicate pursuant to 37 CFR § 
1.192(a). A Notice of Appeal was filed via facsimile on May 5, 2003. Pursuant to 37 CFR § 
1.192(a), this Appeal Brief was due on July 5, 2003, extensions of time being permitted. This 
Appeal Brief is being filed on Monday, October 6, 2003. Accordingly, a three-month extension 
of time fee is due. If additional fees for extensions of time are due, the Examiner is authorized to 
charge Deposit Account No. 20-1430. 



I. REAL PARTY IN INTEREST: 

The real party in interest of the subject application is Bio-Rad Laboratories, the 

assignee of the present application. 



Kenneth James Pettipiece 
Application No.: 09/536,932 
Page 2 





II. 



RELATED APPEALS AND INTERFERENCES: 



There are no related appeals and interferences. 



III. STATUS OF CLAIMS: 

Claims 12-13 and 23-26 are pending. Claims 12-13 and 23-26 stand finally 

rejected. Appellant appeals from the rejection of claims 12-13 and 23-26. 

IV. STATUS OF AMENDMENTS: 



mailed December 3, 2003 ("the final Office Action"). The request for reconsideration was 
considered, but deemed by the Examiner to not place the application in condition for allowance 
because, in the Examiner's opinion, the rejected claims remain obvious over the applied 
references set forth in the final Office Action. 

V. SUMMARY OF THE INVENTION: 



used to measure the fluorescence, luminescence, or absorption at selected locations on a sample. 
The emissions detection subassembly may tune to any wavelength within a continuum of 
wavelengths utilizing an interferometric spectral discriminator. The interferometric spectral 
discriminator creates an interferogram of the sample that is superimposed on an image of the 
sample transmitted by interferometer. An interferometer includes a polarizing beam splitter that 
preferentially reflects one polarization while preferentially transmitting a second polarization. 
Thus, one polarization follows one beam path while a second polarization follows a second beam 
path. The two polarizations are combined at the focus of the output relay lens. The polarizing 
beam splitter thereby provides enhanced efficiency, while decreasing ghosting within the sample 
image. 

VI. ISSUE PRESENTED: 

The issue on appeal is: 

Are claims 12-13 and 23-26 obvious in view of U.S. Patent No. 6,007,996 
("McNamara, et al"), U.S. Patent No. 5,539,517 ("Cabib et al.") and U.S. Patent No. 3,822,942 
("Hock")? 



An amendment was filed subsequent to the final rejection in the Office Action 



The present invention provides an improved spectral imaging system that may be 
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VII. GROUPING OF THE CLAIMS: 

Appellants submit that the claims that depend on independent claim 12 recite 

additional features that further distinguish the claimed invention from the prior art. However, for 
purposes of this appeal, the claims may stand or fall on independent claim 12. 

VIII. ARGUMENT 

Claims 12-13 and 23-26 are not obvious in view of McNamara et al., Cabib et al. 

and Hock. 

Independent claim 12 has been rejected under § 103(a) as being unpatentable over 
McNamara in view of Cabib. More specifically, the Examiner indicates that McNamara's Figure 
2 describes "a source for illuminating said sample and causing regions in the sample to emit 
radiation at a second wavelength; an interferometer with a beamsplitter (33); a detector array 
(37); [and] a processor (28)." As the Examiner correctly points out, McNamara does not show 
an interferometer having rotating mirrors. The Office Action states, however, that Cabib 
discloses rotating mirrors that would have been obvious to combine with McNamara to obtain 
the claimed invention. 

Claim 12 recites "a spectral imaging system . . . comprising ... a source for 
illuminating said sample . . . ; an interferometer . . . , wherein said interferometer includes: at 
least two turning mirrors; and one polarizing beam splitter, wherein said polarizing beam splitter 
preferentially reflects a first polarization and preferentially transmits a second polarization . . . ; a 
detector array . . . ; and a processor . . . ." Nowhere do any of the cited references disclose or 
suggest the combination set forth in claim 12, whether considered alone or in combination with 
other cited art. For example, Appellants are unaware of any cited reference that teaches or 
suggests a polarizing beam splitter preferentially reflecting a first polarization and preferentially 
transmitting a second polarization. Although McNamara does describe a beamsplitter, 
McNamara and the other cited references fail to teach or suggest the polarizing beamsplitter set 
forth in the claimed invention. 

The Examiner states that Appellants argue that none of the references cited 
disclose a spectral imaging system that includes a beamsplitter that reflects a first preferred 
polarization and substantially transmits a second preferred polarization such that it appears the 
applicant is arguing that there is no single reference that teaches the combination of a spectral 



■ Kenneth James Pettipiece 
Application No.: 09/536,932 
Page 4 

imaging system having a polarizing beamsplitter. This is correct. The Examiner has not pointed 
to any reference that includes a polarizing beamsplitter that reflects a first preferred polarization 
and transmits a second preferred polarization . 

The Examiner also goes on to point out that McNamara et al do not show the use 
of polarized light, in particular, a polarizing beamsplitter, but that Hock shows a Sagnac 
interferometer in figure 9 wherein the beamsplitter is a polarizing beamsplitter that substantially 
reflects a first polarization and substantially transmits a second preferred polarization. 
Appellants respectfully disagree. Hock describes figure 9 in columns 9-10 and no mention is 
made about the Sagnac interferometer substantially reflecting a first polarization and 
substantially transmitting a second preferred polarization. Hock simply discloses using the 
Sagnac interferometer for measuring purposes with contrasting beams. Nothing is mentioned 
about reflecting a first preferred polarization and transmitting a second preferred polarization. 

The Examiner also states that one of ordinary skill in the art would see that the 
light leaving the interferometer of McNamara is only a partial amount of light that enters the 
interferometer. The Examiner points out that only 50% of the original light eventually reaches 
the- detector and that Hock teaches that the polarized Sagnac interferometer is "loss-free" and 
thus, all the light entering the interferometer reaches the detector. The Examiner concludes that 
therefore one of ordinary skill in the art would have modified the interferometer of McNamara 
with Hock. However, applicants notes that Cabib, which is of record in the McNamara 
reference, also mentions Sagnac interferometers (see for example, column 11, lines 32-65). 
McNamara specifically refers to Cabib in their specification and yet does not incorporate a 
Sagnac interferometer, as one skilled in the art would do according to the Examiner, into their 
system. Furthermore, Hock was issued in 1974, and thus, was available to McNamara, 
especially given McNamara's use of Cabib. Accordingly, it is respectfully submitted that one 
skilled in the art would not be motivated to combine the cited references to arrive at the present 
invention even if it were possible. 

Accordingly, it is respectfully submitted that McNamara et al., Cabib et al., and 
Hock, either alone or in combination, fail to teach, disclose, or even suggest a spectral imaging 
system as recited in claims 12-13 and 23-26. Accordingly, for at least these reasons, it is 
respectfully submitted these claims are allowable. 
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CONCLUSION 



In view of the foregoing remarks, Appellants respectfully request that the 



obviousness rejection as to all the pending claims be reversed. 



Please deduct the requisite fee, pursuant to 37 CFR § 1.17(c), of $320 from 



deposit account 20-1430 and any additional fees associated with this Brief. This Brief is 
submitted in triplicate. 



TOWNSEND and TOWNSEND and CREW LLP 
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San Francisco, California 941 1 1-3834 

(415) 576-0200 

Fax (415) 576-0300 
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Claims Appendix 



Claims 1-4 withdrawn 



Claims 5-1 1 canceled 



12. (Previously presented) A spectral imaging system configured to provide an 
image of a sample, comprising: 

a source for illuminating said sample with radiation within a first band of wavelengths, 
wherein said first band of wavelengths excites regions within said sample causing said regions to emit 
radiation within a second band of wavelengths; 

an interferometer for spectrally resolving said wavelengths within said second band of 
wavelengths, wherein said interferometer creates an interferogram of said sample that is superimposed on 
an image of said sample transmitted by said interferometer, wherein said interferometer includes: 



one polarizing beam splitter, 

wherein said polarizing beam splitter substantially reflects a first preferred polarization 
and substantially transmits a second polarization; 

a detector array, wherein said sample and said interferogram of said sample are imaged 
on said detector array, wherein said detector array outputs a plurality of signals corresponding to an 
intensity at each pixel of said array; and 

a processor coupled to said detector array and coupled to a monitor, said processor 
displaying an image of said sample on said monitor. 

13. (Previously presented) The spectral imaging system of claim 12, wherein said 
polarizing beam splitter is a polarizing cube. 



at least two turning mirrors; and 



14-22 canceled 
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23. (Previously presented) The spectral imaging system of claim 12, wherein said 
first polarization is perpendicular to a plane of incidence (s-polarization). 

24. (Previously presented) The spectral imaging system of claim 12 wherein said 
second polarization is parallel to a plane of incidence (p-polarization). 

25. (Previously presented) The spectral imaging system of claim 12, wherein said at 
least two turning mirrors are configured to turn independently. 

26. (Previously presented) The spectral imaging system of claim 12, wherein said at 
least two turning mirrors are coated with a dielectric to minimize effects upon said first polarization and 
said second polarization. 
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